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DETAILED ACTION 

Election/Restrictions 

1 . This application contains claims directed to the following patentably distinct species 
Group I of Figs. 1-2 refers to claims 1-9, 48-51 and 52-57 and Group II of Figs. 4-5 refers to 
claims 19-30, 31-42 and 43-47. The species are independent or distinct because claims to the 
different species recite the mutually exclusive characteristics of such species. In addition, these 
species are not obvious variants of each other based on the current record. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. 

There is an examination and search burden for these patentably distinct species due to 
their mutually exclusive characteristics. The species require a different field of search (e.g., 
searching different classes/subclasses or electronic resources, or employing different search 
queries); and/or the prior art applicable to one species would not likely be applicable to another 
species; and/or the species are likely to raise different non-prior art issues under 35 U.S.C. 101 
and/or 35 U.S.C. 1 12, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must include 
(i) an election of a species to be examined even though the requirement may be traversed (37 
CFR 1.143) and (ii) identification of the claims encompassing the elected species, including 
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any claims subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered nonresponsive unless accompanied by an election. 

The election of the species may be made with or without traverse. To preserve a right to 
petition, the election must be made with traverse. If the reply does not distinctly and specifically 
point out supposed errors in the election of species requirement, the election shall be treated as 
an election without traverse. Traversal must be presented at the time of election in order to be 
considered timely. Failure to timely traverse the requirement will result in the loss of right to 
petition under 37 CFR 1 . 144. If claims are added after the election, applicant must indicate 
which of these claims are readable on the elected species. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the species unpatentable over the prior art, the evidence or admission may 
be used in a rejection under 35 U.S.C. 103(a) of the other species. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which depend from or otherwise require all the limitations of an 
allowable generic claim as provided by 37 CFR 1.141. 

2. During a telephone conversation with Matthew Schneider on 4/2/08 a provisional 
election was made without traverse to prosecute the invention of Group I, claiml-9, 48-51 and 
52-57. Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 19-47 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as 
being drawn to a non-elected invention. 
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Double Patenting 



3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .32 1 (c) or 1 .32 1 (d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent cither is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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Claims 1, 10, 48 and 52 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 37, 51 and 70 of U.S. Patent No. 6,888,509 in view 
of Beigel US 6,181,287. Pat. 509' lack of a second electrically conductive region associated 
with the bottom surface of the substrate and electrically coupled to the first conductive region, 
both conductive regions forming RFID antennas. Beigel teaches an RFID tag comprises a 
capacitive coupling, whereby, the first electrically region (17) and second electrically region (14) 
are forming an RFID antennas [see Fig. 2]. It would have been obvious of one having ordinary 
skill in the art at the time of the claimed invention to modify the capacitive coupling antenna of 
Beigel into the tamper RFID tag of 509', for the benefit of increasing sensitivity of RFID tag 
tamper detection. 



Claim Rejections - 35 USC §103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-10, 13, 48, 50-52 and 54-57 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Adams et al. [US 6,794,00] in view of Shimamura et al. [US 6,094,133]. 

Regarding claims 1, 10, 48 and 52 : Adams discloses a tamper evident RFID tag, 



comprising: 
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-a substrate is inherently included with the transponder and having a top surface and a 
bottom surface; 

-an RFID integrated circuit is inherently disposed on the top surface of the substrate [see 
Abstract line 2-4], a second electrically conductive region (18) associated with the 
bottom surface of the substrate layer (16), an attachment layer (20) associated with the 
bottom surface of the substrate for attaching the tag to a surface (22), and an adhesion 
modifying layer (release agent 16) modifying the adhesion of the second conductive 
region ( 1 8) such that the second conductive region is disrupted if the tag is tampered or 
removed from the surface [see Fig. 1, col. 3, lines 35-65]. Adams does not specifically 
show a first electrically conductive region associated with the top surface of the substrate, 
Shimamura teaches a LC tag (1, Fig. 8) comprising an arrangement of a first conductive 
region (4) associated with the top surface of the substrate, wherein, the tag is being 
destroyed when the first conductive region (4) is being separated from the second 
conductive region (5) [see col. 40-58], this LC tag antennas arrangement is similarly to 
transponder capacitive coupling antenna technology. Since, both references are used for 
detecting tamper by the damaged of the antenna. Therefore, it would have been obvious 
of one having ordinary skill in the art would employ a second conductive region for 
detecting tamper as suggested by Shimamura into the tamper evident RFID tag of Adams, 
for the purpose of increasing the detection sensitivity, since capacitive coupling antenna 
is easy to separate due to non-contacting coupling method. 

Regarding claims 2-3: The claimed of "the second conductive region of capacitive 
coupling" had been considered in the claim above. 
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Regarding claim 4: The claimed "the first conductive region is directly coupled to the 
RFID integrated circuit" is inherently included, because antenna (18) is the only antenna 
of the RFID tag, which considers as a first conductive region, and the antenna (18) 
performs as a conductive coupling not a capacitive coupling antenna. 
Regarding claims 5, 50, 54: Adams further discloses that the adhesion modifying layer 
(agent release 16) is arranged between the bottom of the substrate and the second 
conductive region (18) [see Fig. 1]. 

Regarding claims 6, 51, 55: Adams and Shimamura made of obvious above, except for 
not specifically show that the adhesion modifying layer is arranged between the second 
conductive region and the attachment layer. Adams teaches in terms of the adhesive 
bond strength [see Figs. 2-11], wherein, the adhesive patterns (20) can be modified in a 
plurality of concepts, the adhesive is being modified to serve the specific purpose as user 
desired shown in Figs. 2-11. Therefore, it would have been obvious of one having 
ordinary skill in the art at the time the invention was made to implement the adhesion 
modifying layer (met by agent release 16) in between the antenna (18) and the attachment 
layer (20), so that the concept of modifying adhesive at the antenna and surface can serve 
the specification of the user desired. 

Regarding claims 7, 56: Adams teaches that the attachment layer met by pattern 
adhesive (20). 

Regarding claims 8, 57: Adams further shows an overlay er (transponder carrier film 
14) formed over the first conductive region and the RFID integrated circuit. 
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Regarding claim 9: Adams further shows printed graphics (label face sheet 10) applied 
to the tag. 

Regarding claim 13: Adams further shows that the second conductive region (20) is 
arranged around a perimeter of the bottom surface of the substrate [see Figs. 7 and 9]. 
6. Claims 14, 18, 49 and 53 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Adams et al. in view of Shimamura et al., and further in view of Soehnlen [US 2002/0067264]. 
Regarding claims 14, 18, 49 and 53: Adams and Shimamura made of obvious above, 
but does not specifically mention that the RF1D integrated circuit is adapted to transmit 
information representing the at least one electrical property of the second conductive 
region. Soehnlen teaches a tamper evident RFID system comprises an RFID integrated 
circuit to transmit information representing the degree of tampering and access to the 
package [see Fig. 3, paragraphs 0032 and 0034], Although, Soehnlen does not mention 
that the transmit information representing the electrical impedance value of the second 
conductive region. Soehnlen stated a series of modifications to the interrogation 
responses, including the level and degree of tampering to the package, thus, one having 
ordinary skill in the art would found it obvious that the degree of tampering to the 
package can be determined by the level damaged of the antenna, the modified response 
signal reflect of the impedance of the damage antenna (conductive region). It would have 
been obvious of one having ordinary skill in the art would implement the modified 
response signal to the interrogator, which representing the degree or value of the RFID 
tag's antenna impedance damaged. 
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7. Claims 11-12 and 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Adams et al. in view of Shimamura et al., and further in view of Beigel [US 6,181,287]. 

Regarding claim 15: Adams and Shimamura disclose all the limitations as described 
above, except for not specifically show a power source within the tag and coupled to 
PvFID integrated circuit. Beigel teaches an RFID tag comprises a power source (power 
rectifier 30) coupled to the IC (18) [Fig. 3-4]. It would have been obvious of one having 
skill in the art that some PvFID tag may need power source to operate the integrated 
circuit as suggested by Beigel. 

Regarding claims 11-12, 16: Beigel further teaches at least one coupling circuit 
(terminal 17) directly connected to the RFID integrated circuit (18) for electrically 
coupling the RFID integrated circuit to the second conductive region (14) [see Fig. 2, col. 
2, lines 45-48]. 

Regarding claim 17: Beigel further teaches at least one coupling circuit 
(conductive/capacitive 19) arranged on the bottom surface of the substrate and connected 
to the second conductive region (14), for coupling of the second conductive region to the 
RFID integrated circuit [see Fig. 4, col. 3, lines 3-6]. 

Conclusion 



8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Gusafson [US 6,050,622], Babb et al. [US 6,569,508], Yde-Andersen et al. [US 
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6,680,702], Baldwin [US 5,884,425], Kuhns [US 7,102,522], Conwell et al. [US 7,095,324], 
Suzuki etal. [US 6,518,887]. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SON M. TANG whose telephone number is (571)272-2962. The 
examiner can normally be reached on 5/8. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George A. Bugg can be reached on (571)272-2998. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Son Tang 

/George A Bugg/ 

Acting SPE of Art Unit 2612 



